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REMARKS 

1. GROUNDS FOR REQUESTING PRE-APPEAL BRIEF CONFERENCE 

By this communication, Applicant requests that an appeal panel of examiners review the 
legal and factual basis of tiie Office Action («2/15/06 Office Action") mailed on February 15, 
2006 in the referenced application. The 2/1 5/06 Office Action was issued in response to the 
AppUcant's June 15, 2005 Response to Notice of Non-Compliant Amendment and AppUcant'ss 

December 17, 2004 Amendment. 

Applicant's counsel conducted a telephonic interview with the Examiner on June 1, 2006, 
for which Applicant's counsel submitted, in advance, a Proposed Agenda for Scheduled 
Telephone Discussion on May 23, 2006 in an effort to discuss the rejections first raised in the 
2/15/06 Office Action. As explained in the Agenda, the 2/15/06 Office Action rejected, for the 
rmi time in Ih« present reissue application, all pending claims over U.S. Patent No. 5,1 1 5,500 to 
Laisen C'Larsen"). As Applicant's counsel pointed out, however, Larsen corresponds to 
European Publication No. 324,308, a reference that Applicant disclosed to the U.S. Patent and 
Trademark Office (USPTO) in the prosecution of: (i) the appUcation, Serial No. 09/840,557 
("the '577 Application"), which issued as original patent; and the parent of the '577 Application, 
Serial No. 08/477.781 ("the '781 Application")). See '577 Application, Paper No. 3 
(Information Disclosure Statement received on October 13, 1998) and '781 Application, Paper 
Nos. 5, and 8 (Information Disclosure Statement received on August 2 1 , 1 995 and Response and 
Amendment, received on April 1 4, 1997, respectively). 

11. REMARKS 

In summary, Utsen cannot anticipate (or even suggest) any of the claims of the present 
appUcation because, in Larsen. the instruction set of a given instruction is always defined by the 
address at which flie instruction in question is stored. In contrast, in AppUcant's invention, as 
reflected in each independent claim, tiie instruction set of a given instruction is specified withom 
regard to the address of the instruction. 

A. Corresponding Reference Was Distinguished In Original Applications 
During the prosecution which ultimately let to the original patent, no claims were ever 
rejected over Larsen or its European counterpart in either of the *577 or '781 Applications. 
Nevertheless, out of an abundance of caution, Applicant distinguislicd the liien-pending claims 
over Larsen in prosecuting the '78 1 Application: 
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Applicant submits that this [claimed invention] is novel over Larsen, 
where three most significant bits of the program counter differentiate between 
memory areas containing different instructions sets. For example, a 
significant drawback of the arrangement shown in the Larsen document is that 
the memory address space must be partitioned into pre-defmed memory areas 
corresponding to the respective instruction sets. This can be seen on Figure 2 
of Larsen, and in the abstract which states that "instructions in different 
formats v/hich are normally compatible are placed in pre-defined or 
segregated areas of the instruction store (2),.. Decoding is then determined in 
part by where in the instruction store the instruction resided when fetched, and 
the specific instruction itself." (emphasis added). 

See Serial No. 08/447,781, Paper No. 8 at 14-15 (emphasis in original). 
B. Discussion of Claims and Rejection 

In the 2/1 5/06 Office Action, all of claims 1-70 were rejected under 35 U.S.C. § 102(b) as 
anticipated by Laisen. The rejection with respect to claim 1 asserts that subparagraph (e) of 
claim 1 is shown in Larsen at Fig. 2; col. 5, U. 34- coL 6, li. 2). Applicant respectfully disagrees. 

1. Original Claims 

Larsen describes a system in which the memory is partitioned, such that instructions of 
different types may be identified specifically by the area in memory in which they are stored. In 
fact, this is exactly what Fig. 2 of Larsen shows and the specification describes. With reference 
to Fig. 2, Larsen further states that "[djecoding of any specific instruction in the IDR 1 thus 
depends not only on the contents of the IDR 1 but on the region of the I-store 2 from which the 
instruction was fetched. Hiis portion of the address is provided by the IDSR 10 output. IDSR 
10 also has an output path to the address resolution logic." See Larsen col. 6, li. 1 1 -1 8- Thus, 
Larsen unequivocally describes a situation where the bits that indicate the instruction type (i.e., 
from the IDSR 10) are also used to specify or resolve the address of the imtniction (ISDR 10 is 
an input to the Address Resolving Logic 6). See Larsen Fig. 2. As such, Larsen canncrt possibly 
disclose at least subparagraph (e) of claim 1, which requires that the memory access conlroller be 
non-responsive to the one or more bits of the progi-am counter Oiai specify the instruction set, 
because Larsen expressly discloses a system where the address resolving logic must be 
responsive to bits that indicate the instruction type. 

2. Claims Added During Reissue 

The 2/1 5/06 OfiFice Action piovides no further basis for rejecting claim 1 5-64. In fact, 
for much the same reason as claim 1, each of these claims in patentable over Larsen. 

Claim 15, fiwm which claims 16-20 depend, requires that "the instruction set identified 
by the instruction set indicator portion of the sequence of bits is identifiable without regard to the 
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addr^s derived from the address porHonofthe sequence of bit^^^^ (emphasis added). Larseu 
cannot do this because the address of the instruction is the determining factor in specifying the 
instruction set - - in other words, the address in Latsen always specifies the instruction set. 

Claim 2 1 , upon which claims 22-26 depend, requires "acccssmg a sequence of bits, the ' 
sequence of bits having an address portion and an instruction set indicator portion, the 
instruction set Indicator pardon having at least one bit that is not part of the address portion of 
the sequence ofbitsr (emphasis added). Again, Larsen cannot do this because the bits that 
specify the instruction type are always part of the address of the instruction. 

Claim 27, upon which claim 27-32 depend, requires that the one or more control flags 
that specify the instruction set ''are set without regard to the address derived from the address 
portion of the sequence ofbitsr (emphasis added). In Larsen the bits that designate the 
instruction set are always part of the address of the instruction; thus, no control flag can be set 
without regard to the instruction address. 

Independent claims 33, 39, 45, 51 and 57 each contain a limitation comparable to the 
limitations described above with respect to claims 1 5, 21 and 27 and are thus patentable over 
Larsen for the same reasons. 

Similarly^ the rejection of claim 65, which also relied upon Larsen coL 5, ii, 52- col. 6, li. 
2, fidled to consider the description in Larsen cited above with respect to claim 1 . See Larsen 
col. 2, li. 42-44; coL 6, li. 1 1-18. This description makes clear that Larsen cannot have at least 
one bit in a program counter that identifies an instruction set, but is not part of the bits that are 
used to identify the instruction. address because the instruction set in Larsen is directly dependent 
on the instruction address. 

Claims 66-67 require that the value of the flag used to specify the in.<?truction set is not 
dependent on the address of the instruction. Again, this is the opposite of wliat Larsen describes. 
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111. CONCLUSION 

Applicants respectfully traverse the outstanding rejection over Larsen, because, as 
explained in detail above, Larsen always uses a portion of the address where an instruction 
resides to determine the instruction type, whereas in AppUcanfs invention, the instruction type is 
determined independent of the address where the instruction resides. As this is Ihe only 
outstanding rejection. Applicant believes that the claims are in condition for allowance and 
respectfuUy requests that the office withdraw the existing rejection and issue a Notice of 
Allowance. 
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